
United States Bvtent and Trademark Office 



UNITED STATJSS DEPARTMENT OF COMMEltCK 
United State* Patent and Trademark Offiue 
Adilr«stt: OOMMTSStOKKB OF PATENTS AND TRADEMARKS 
Washington, 1XO. 20231 



APPLICATION NO. 


TILING DATS 


FIRST NAMED INVKNTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. | 


09/936,538 


09/13/2001 


Seiichi Tagawa 


6404-03WOUS 


7147 



7590 



03/13/2003 



Donald K Huber 
McCormick Paulding & Huber 
CityPlace II 
185 Asylum Street 
Hartford, CT 06103-4102 



EXAMINER 



RHEE, JANE J 



ART UNIT 



PAPER NUMBER 



1772 

OATH MAILED: 03/13/2003 



6 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 

09/936,538 



Examin r 

Jane J Rhee 



Applicant(s) 

TAGAWA ET AL. 



Art Unit 

1772 



The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). Irvno event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11, 453 O.G. 21 3. 
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5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 8-77 is/are rejected. 
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application from the International Bureau (PCT Rule 17.2(a)). 
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Art Unit: 1772 

DETAILED ACTION 
Claim Rejections -35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1 . The term "type" in claim 1 is a relative term which renders the claim indefinite. 
The term "type" is not defined by the claim, the specification does not provide a 
standard for ascertaining the requisite degree, and one of ordinary skill in the art would 
not be reasonably apprised of the scope of the invention. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claim 8-9 are rejected under 35 U.S.C. 102(b) as being anticipated by Watanabe 
et al. (02085543). 

Watanabe et al. discloses a damper being a fitting type including a hub (figure 1 
number 21), an inertia mass body (figure 1 number 3) and a polymer elastic body (figure 
1 number 22) such as rubber press-fitted between the hub and the inertia mass body 
from an axis direction thereof (figure 1 numbers 21 ,22, 3), characterized in that an 
organosilane as a nonslip agent is provided at least one of between the hub formed by 
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a metal member and the polymer elastic body and between the inertia mass body 
formed by a metal member and the polymer elastic body (abstract lines 5-7). 

Process limitations are given little or no patentable weight. The method of 
forming the product is not germane to the issue of patentability of the product itself. 
Further, when the prior art discloses a product which reasonably appears to be either 
identical with or only slightly different than a product claim in a product-by-process 
claim, the burden is on the Applicant to present evidence from which the Examiner 
could reasonably conclude that the claimed product differs in kind from those of the 
prior art. In re Brown, 459 F.2d 531 , 173 USPQ 685 (CCPA 1972); In re Fessman, 489 
F.2d 742, 180 USPQ 324 (CCPA 1974). This burden is NOT discharged solely 
because the product was derived from a process not known to the prior art. In re 
Fessman, 489 F.2d 742, 180 USPQ 324 (CCPA 1974). 

Furthermore, the determination of patentability for a product-by-process claim is 
based on the product itself and not on the method of production. If the product in the 
product-by-process claim is the same or obvious from a product of the prior art, the 
claim is unpatentable even though the prior product was made by a different process. 
In re Thorpe, 227 USPQ 946, 966 (Fed. Cir. 1985) and MPEP §2113. In this case, the 
limitation that the inertia mass is without performing chemical surface treatment is a 
method of production and therefore does not determine the patentability of the product 
itself. 

3. Claims 8-9 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Sakamoto et al. (06015773). 
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Sakamoto et al. discloses a damper being a fitting type including a hub (abstract 
line 7), an inertia mass body (abstract line 7) and a polymer elastic body such as rubber 
(abstract line 6) press-fitted between the hub and the inertia mass body from an axis 
direction thereof (abstract lines 6-8), characterized in that an organosilane as a nonslip 
agent is provided at least one of between the hub formed by a metal member and the 
polymer elastic body and between the inertia mass body formed by a metal member 
and the polymer elastic body (abstract lines 6-12). 

Process limitations are given little or no patentable weight. The method of 
forming the product is not germane to the issue of patentability of the product itself. 
Further, when the prior art discloses a product which reasonably appears to be either 
identical with or only slightly different than a product claim in a product-by-process 
claim, the burden is on the Applicant to present evidence from which the Examiner 
could reasonably conclude that the claimed product differs in kind from those of the 
prior art. In re Brown, 459 F.2d 531 , 173 USPQ 685 (CCPA 1972); In re Fessman, 489 
F.2d 742, 180 USPQ 324 (CCPA 1974). This burden is NOT discharged solely 
because the product was derived from a process not known to the prior art. In re 
Fessman, 489 F.2d 742, 180 USPQ 324 (CCPA 1974). 

Furthermore, the determination of patentability for a product-by-process claim is 
based on the product itself and not on the method of production. If the product in the 
product-by-process claim is the same or obvious from a product of the prior art, the 
claim is unpatentable even though the prior product was made by a different process. 
In re Thorpe, 227 USPQ 946, 966 (Fed. Cir. 1985) and MPEP §2113. In this case, the 
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limitation that the inertia mass is without performing chemical surface treatment is a 
method of production and therefore does not determine the patentability of the product 
itself. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 8-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Shimano et al. in view of Sakamoto et al. (06015773). 

Shimano et al. discloses a damper being a fitting type including a hub (figure 1 
number 2), and a polymer elastic body such as rubber (figure 1 number 1 ) press-fitted 
on the hub characterized in that an organosilane as a nonslip agent is provided at least 
one of between the hub formed by a metal member and the polymer elastic body 
(abstract 2 nd paragraph). Shimano et al. fail to disclose an inertia mass body wherein 
the rubber is in-between the hub and the inertia mass body. Sakamoto et al. teaches 
an inertia mass body wherein the rubber is in-between the hub and the inertia mass 
body (abstract 2 nd paragraph) for the purpose of obtaining a compound die high 
damping material (page 2 lines 9-14). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time applicant's invention was made to have provide Shimano et al. with an inertia mass 
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body wherein the rubber is in-between the hub and the inertia mass body in order to 
obtain a compound-die high damping material as taught by Sakamoto et al. (page 2 
lines 9-14). 

Process limitations are given little or no patentable weight. The method of 
forming the product is not germane to the issue of patentability of the product itself. 
Further, when the prior art discloses a product which reasonably appears to be either 
identical with or only slightly different than a product claim in a product-by-process 
claim, the burden is on the Applicant to present evidence from which the Examiner 
could reasonably conclude that the claimed product differs in kind from those of the 
prior art. In re Brown, 459 F.2d 531, 173 USPQ 685 (CCPA 1972); In re Fessman, 489 
F.2d 742, 180 USPQ 324 (CCPA 1974). This burden is NOT discharged solely 
because the product was derived from a process not known to the prior art. In re 
Fessman, 489 F.2d 742, 180 USPQ 324 (CCPA 1974). 

Furthermore, the determination of patentability for a product-by-process claim is 
based on the product itself and not on the method of production. If the product in the 
product-by-process claim is the same or obvious from a product of the prior art, the 
claim is unpatentable even though the prior product was made by a different process. 
In re Thorpe, 227 USPQ 946, 966 (Fed. Cir. 1985) and MPEP §21 13. In this case, the 
limitation that the inertia mass is without performing chemical surface treatment is a 
method of production and therefore does not determine the patentability of the product 
itself. 

Claim Rejections - 35 USC § 103 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 10-11 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Watanabe et al. (02085543) or Sakamoto et al. (06015773) or (Shimano et al. in view 

of Sakamoto et al.) in view of Hamaekers (5966996). 

Watanabe et al. discloses the damper described above. Watanabe et al. fail to 

disclose that the surface roughness in at least one of a metal surface adhering to the 

polymer elastic body in the hub and a metal surface adhering to the polymer elastic 

body in the inertia mass body is within a range of 5-50jwn. Hamaekers teaches that 

coarse surface roughness in particular is suitable when the machine element and 

extension piece are adhesively bonded to one another for the purpose of ensuring a 

good durable bond between the adhesive and the adjacent components (col. 2 lines 65- 

col. 3 lines 1-3). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to obtain a surface roughness of 5-50|im, since it has 
been held that discovering an optimum value of a result effective variable involves only 
routine skill the art. In re Boesch, 617 F. 2d 272, 205 USPQ 215 (CCPA 1980). 

Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jane J Rhee whose telephone number is 703-605-4959. 
The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Pyon can be reached on 703-308-4251. The fax phone numbers for 
the organization where this application or proceeding is assigned are 703-872-9310 for 
regular communications and 703-872-9311 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0661. 





Jane Rhee 
March 7, 2003 



